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UNITED STATES DISTRICT COURT 
Crip Bar Mec. Co. v. STEEL PRoTecTED CoNCRETE Co. 
(209 Fed. Rep., 874.) 
Eastern District of Pennsylvania, September 11, 1913. 


UNFAIR COMPETITION—THREATS OF SuIT FOR INFRINGEMENT OF PATENT 

The owner of a patent is within his rights in giving notice of in- 
fringement by a competitor and threatening suit therefor against the 
customers of the competitor if he acts in good faith, and this even 
though his patent has been held invalid by the circuit court of ap- 
peals in another circuit. 


In equity. On motion for a preliminary injunction. Denied. 


E. Hayward Fairbanks, of Philadelphia, Pa., for plaintiff. 

Henry N. Paul, Jr., and Joseph C. Fraley, both of Phila- 

delphia, Pa., for defendant. 

THompson, District Judge.—The plaintiff moves for a pre- 
liminary injunction to restrain the defendant from making rep- 
resentations to the plaintiff’s customers that defendant’s patent 
No. 727,233 declared invalid in a suit brought by the defendant 
against the Central Improvement & Contracting Company in 
the circuit court for the eastern district of Louisiana (155 Fed., 
279), affirmed by the circuit court of appeals in 158 Fed., ro2r, 
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85 C. C. A., 7, is valid, or being infringed by the plaintiff or 
its customers, and from threatening orally or in writing the 
plaintiff’s customers with threats of litigation for infringement 
of its patent. 

It appears from the bill and the affidavits that the plaintiff 
is manufacturing and selling a metallic curb guard constructed 
in accordance with the disclosure in the defendant’s patent, and 
that the defendant has, during the period from February, 1912, 
down to August, 1913, notified customers of the plaintiff and 
parties manufacturing the guard for the plaintiff, orally and by 
letters, that the guard infringes its patent and that it intended 
to bring suit in this district against such alleged infringers. It 
further appears that on July 9, 1913, the defendant filed a bill 
in equity in this court against James Kane charging infringment 
of the patent and praying for an injunction, an accounting, and 
damages. 

The plaintiff’s position is that the notices to the plaintiff’s 
customers of defendant’s claims of infringment and its threats 
of litigation constitute acts of unfair competition in trade; that 
the circuit court for the eastern district of Louisiana having ad- 
judged the patent invalid, and the circuit court of appeals for 
the fifth circuit having affirmed the decree of the circuit court, 
the patent must be deemed invalid and the subject-matter thereof 
public property, and that the defendant should be enjoined from 
assertion of any rights thereunder through notices of claims 
of infringement to the plaintiff and its customers. While, in 
view of the doctrine of comity and of the importance of having 
uniformity of adjudication as to patents, the decree of a court 
in another jurisdiction is regarded as persuasive and entitled 
to respect, yet a decree declaring the invalidity of a patent is in 
no sense a proceeding -in rem, and the plaintiff is estopped by 
such decree as res adjudicata only as to the parties to the suit 
and their privies. Such decree does not prevent the same or a 
different plaintiff from bringing a suit against another defendant 
and establishing its validity upon different or even upon the same 
evidence. Ingersoll v. Jewett, 16 Blatchf., 378, Fed. Cas., No. 
7,039; Stamping Company v. Jewett (C. C.), 18 Blatchf., 469, 7 
Fed., 869; Consolidated Roller-Mill Co. v. Purifier Co. (C. C.), 
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40 Fed., 305; Imperial Bottle Cap & Machine Co. v. Crown Cork 
& Deal Co.,_139 Fed., 312, 71 C. C. A., 442. 

It nowhere appears on the record that the notices given to 
the plaintiff's customers were not in good faith or that they 
were false or malicious or for the purpose of destroying the 
business of the plaintiff. To the contrary, the defendant, so far 
as appears, believing its claims to be valid, has proceeded to bring 
suit in this district to establish infringement. Under these cir- 
cumstances, it must be held for the purposes of the present mo- 
tion that the defendant is acting within its rights. Adriance, 


Platt & Co. v. National Harrow Co., 121 Fed., 827, 58 C. C. A., 
163; Mitchell v. International Tailoring Co. (C. C.), 169 Fed., 
: 





145; Virtue v. Creamery Package Mfg. Co., 179 Fed., 115, 102 
C. C. A., 413; United Electric Co. v. Creamery Package Mfg. 
Co. (D. C.), 203 Fed., 53; Farquhar Co. v. National Harrow Co., 
102 Fed., 714, 42 C. C. A., 600, 49 L. R. A., 755. 


The motion for preliminary injunction is denied. 


Prest-O-Lite Co. v. Davis, et al 
(209 Fed. Rep., 917.) 
Southern District of Ohio, Western Division, October 1, 1913. 


1. UNFAIR COMPETITION—USE OF MARKED CONTAINERS. 

The recharging and resale by defendant of acetylene gas tanks 
sold by complainant, with its trade-mark thereon, which sale carries 
the privilege of exchanging the same for a small fee when empty for 
another full tank at any of the complainant’s stations in the United 
States, is unfair competition. The use by defendant of a paper label 
attached to the tank which, if seen by the purchaser, would apprise him 
that he was not being supplied with the complainant’s gas, does not 
relieve the defendant of the charge of unfair trade. 

2. UNFAIR CoMPETITION—USE OF MARKED CONTAINERS. 

It seems that the purchase, refilling and resale of empty gas tanks 
under the above circumstances is unfair competition, irrespective of 
whether or not the purchaser knows that he is buying the defendant’s 
gas and not the complainant’s. The complainant’s exchange system is 
a property right in the enjoyment of which it should be secured. The 
use of complainant’s exchangeable and therefore more salable tank to 
promote the sale of another gas would work a practical destruction 

) of complainant’s business. 


In equity. On final hearing. Decree for complainant. 
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Dudley V. Sutphim and P. Lincoln Mitchell, of Cincin- 
nati, Ohio, and Clarence Winter and Keyes Winter, of 
New York City for complainant. 

Robert H. Parkinson and Wallace R. Lane, both of Chi- 
cago, Ill., James G. Stewart, of Cincinnati, Ohio, and 
John S. Miller and Merritt Starr, of Chicago, Ill, for 
defendant. 


Ho.uister, District Judge——The complainant makes acety- 
lene gas for illuminating purposes, for use on automobiles, and 
sells gas in tanks of peculiar construction. The gas is known 
by the name “Prest-O-Lite,” and complainant has caused that 
name to be registered under the laws of the United States as 
its trade-mark. Under that name the complainant has es- 
tablished a large and valuable business in its tanks filled with its 
gas, and, at great expense in money and effort, has built up a 
business system and good will of great value. 

At the time of suit, the complainant, through contracts 
made for the purpose with dealers in automobile supplies, had 
depots (perhaps not agencies in the legal sense) in every town 
in the United States of over 2,000 inhabitants, at which the 
owner or user of one of its tanks originally filled with its gas 
could, at a nominal fixed price, exchange the same, when ex- 
hausted, for another of its tanks charged with its gas and ready 
for use. The purchaser of such a tank from the complainant, 
or from a dealer, or from the automobile maker as a part of 
the machine’s equipment (many makers, among whom appear 
the names of a number of the manufacturers of the most im- 
portant and best known automobiles, furnished Prest-O-Lite 
tanks charged with Prest-O-Lite gas as a part of the machine’s 
equipment) had the assurance wherever he might be of an im- 
mediate exchange of his exhausted tank for a tank charged 
ready for use. 


The utility of a service of such general availability to the 
user is obvious. If illustration is needed, it may be found in 
the testimony of the witness Carpenter, who thought Search- 
light gas the better, but insisted upon always receiving a Prest- 
O-Lite tank because of its value for purposes of exchange. 








. 


PREST-O-LITE CO. V. DAVIS, ET AL. 93 


. 


(He thought the Searchlight gas was better than Prest-O-Lite 
gas because he had been told by the defendants that it was 
better.) The cost of the exchange was small, while the price 
of the original tank filled with gas was large. It is in evidence 
and undoubtedly true that the purchaser was willing to pay the 
initial price in order to participate in a system of such great 
usefulness to him. He knew it was to the interest of the maker 
and the dealer to keep him supplied with a full tank for the 
empty tank, and had the assurance when he bought that the ex- 
change could be made at a small cost at almost any time or 
place. 

It is not suprising that the complainant’s sales gradually 
grew to enormous proportions after the establishment of this 
system, and that, from its practical use, there accrued to the 
complainant a valuable good will toward and in the gas made 
by it. Of course, its gas was identified by the tanks in which it 
was confined. The tanks were identified not only by their ap- 
pearance, including particularly the valve apparatus at one end, 
but also by the trade-mark and trade-name etched upon them, 
as well as by other letters and numerals not requiring particular 
reference. 

The makers of the acetylene gas known as “Searchlight” 
gas were in competition with the complainant, the Searchlight 
gas being used for the same purpose as Prest-O-Lite gas; but 
defendants’ containing tanks differed in appearance from Prest- 
O-Lite tanks, particularly because of the location of the valve 
controlling the emission of the gas was not exposed to view, 
it being hidden in the concave bottom of the tank, and because 
the tank was marked to indicate its contents, Searchlight gas. 

We are not now concerned with the difference in quality 
between Prest-O-Lite gas and Searchlight gas, if there is any 
difference. But it is in evidence, and is probably true, that 
the owner of a Prest-O-Lite tank would, when the tank was 
exhausted of its Prest-O-Lite gas, want and ask for Prest-O- 
Lite gas when he offered his empty tank in exchange for a 
full tank. No doubt, in many instances, such owner asks only 
for a full tank, but expects to get the Prest-O-Lite gas he 
has been using. Of course, if he were tendered a Searchlight 
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tank he would know he was not getting what he expected if 
he would see what he was getting, or if, in the event it was light 
enough to see, he took notice of any other fact than that an ex- 
change of tanks was being made. It is highly probable that in 
many, if not most, instances, the pertinent communication be- 
tween the user and the dealer is confined to the former’s ex- 
pressed desire for a full tank and the dealer’s affirmative an- 
swer, either in words, or in acquiescence, silent, so far as words 
are concerned. It is easy to see how an exchange for one of 
these tanks for the other might be made without the user’s 
present knowledge. 

Howsoever far deception in this way might be practiced by 
an unscrupulous dealer upon the owner of a Prest-O-Lite tank 
which, exhausted of gas, he offered in exchange for a Prest-O- 
Lite tank charged with gas of that name he wanted and ex- 
pected, is not directly involved in this controversy, but reflects 
upon the more subtle form of deception with which the de- 
fendants are charged. When to such user, whether requesting 
a full tank or a tank of Prest-O-Lite gas, is given by the dealer 
in exchange a Prest-O-Lite tank filled with Searchlight gas, the 
opportunities for deception are even much greater than under 
the circumstances referred to above. It is with deception of 
this very kind, as affecting its trade-mark and its trade-name 
and its good will and business system, that complainant charges 
the defendants in this case. 

It is obvious that the purchaser of one of the empty tanks 
made by complainant becomes its owner with all the rights of 
absolute ownership, and equally obvious without paradox that, 
while he may use it for his own purposes or sell it or give it 
away, he can not sell it charged with other gas to persons be- 
lieving it to contain complainant’s gas. The substance of the 
main charge against the defendants is that they sold and sell 
Prest-O-Lite tanks charged with Searchlight gas. They do 
not deny this, but say that complainant’s contracts with the 
dealers come under the ban of the Sherman Anti-Trust Act, 
and that, in any event, having become the owners of empty 
Prest-O-Lite tanks, they could with propriety exchange them 
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charged with Searchlight gas, for the user knew at the time he 
was getting Searchlight gas and not Prest-O-Lite. 

The Sherman Law is not applicable to this case. Even if it 
were assumed that the contracts referred to were in any respect 
obnoxious to that act and that such decisions as Dr. Miles 
Medical Co. Case (Dr. Miles Med. Co. v. Park & Sons Co., 
220 U. S., 373, 31 Sup. Ct., 376, 55 L. Ed., 502) would require 
a holding to that effect, it may be said that the contracts are not 
themselves involved in this case. They serve no other purpose 
here than as description of the method through which the com- 
plainant’s system of doing business was established. The case 
comes, therefore, within the ruling of the circuit court of ap- 
peals for this circuit in Coca Cola Co. v. Gay-ola Co., 200 Fed., 
720, 726, 119 C. C. A., 164. 

Giving due weight to the testimony of defendants’ witness 
Gluchowsky of want of intention at any time to deceive, it is 
abundantly proved that acts of deception were practiced by de- 
fendants which are evidence not only of a particular instance, 
but tend to show a course of conduct in defendants’ dealings. 
The facts disclosed by the witnesses Camm, Ross, and Coughlin, 
relative to complainant’s tanks Nos. 241,920 and 45,716, are of 
too circumstantial a character in connection with other evi- 
dence in the case, actually disclosed, or with some certainty to 
be inferred, to be dealt with as were the facts in the Gorham 
Silverware Case (Gorham Mfg. Co. v. Emery, etc., Co., 104 
Fed., 243, 43 C. C. A., 511). These tanks were obtained by 
Camm as Prest-O-Lite tanks filled with Prest-O-Lite gas. They 
were in fact charged with Searchlight gas, and there was noth- 
ing about them or the statement of the defendants’ clerk to even 
suggest the contrary. They were dealt with by defendant’s 
clerk as and for genuine Prest-O-Lite tanks; that is to say, 
Prest-O-Lite tanks charged with Prest-O-Lite gas. Complain- 
ant’s trade-mark and trade-name was on them. These tanks 
were part of a shipment to defendants by the Searchlight Gas 
Company of. Prest-O-Lite tanks charged by the Searchlight 
Company with Searchlight gas. The tanks so charged were 
hidden by defendants, lest the Prest-O-Lite representative in 
Cincinnati should see them. These tanks were presumably 
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charged with Prest-O-Lite gas, and there was nothing about them 
to indicate the contrary. 

After suit was brought, but continuing to sell Prest-O-Lite 
tanks charged with Searchlight gas, the defendants, apparently 
because they saw or suspected the manifest impropriety of us- 
ing old Prest-O-Lite tanks (“bottles”), took off of the Prest- 
©-Lite tanks the name plate of complainant, formerly used to 
designate the tanks and their contents, and adopted the label 
Exhibit L, to which further reference will be made. 


It is established by the evidence beyond a doubt that, after 


the contract relations between the complainant and defendants 
had come to an end and dealings between them had stopped, the 
defendants had advertised largely and professed to deal in both 
Prest-O-Lite and Searchlight systems, though they sold as 


genuine Prest-O-Lite tanks charged with Searchlight gas. That 
some of the defendants’ customers ordering Prest-O-Lite be- 
lieved that they were getting the genuine Prest-O-Lite gas in 
the Prest-O-Lite tanks sent them by the defendants is not open 
to doubt. 

Defendants, when dealing in genuine Prest-O-Lite tanks 
charged with Prest-O-Lite gas, had a large trade in Cincinnati; 
there then being some 1,800 users of Prest-O-Lite tanks in that 
city. Defendants stopped dealing with complainant and _ tried 
to introduce Searchlight tanks charged with Searchlight gas. 
Their trade wanted Prest-O-Lite tanks and gas. Their custo- 
mers would not, knowingly, take Searchlight tanks because 
Prest-O-Lite dealers throughout the country would not take 
them in exchange. Sometimes a customer, such as the witness 
Carpenter, wanted Searchlight gas, but he would have no other 
than a Prest-O-Lite tank, because he could get that filled in 
places where Searchlight gas could not be procured. He prefers 
the Prest-O-Lite tank because of its “exchangeability” wherever 
he might be using his automobile. The defendants are using 
the name and reputation of complainant’s product and com- 
plainant’s business system to further their own competing goods. 
Every time they sell a charge of Searchlight gas in a Prest-O- 
Lite tank, they either deceive the user desiring Prest-O-Lite gas 
(what he had before) or the purchaser knowingly takes Prest- 
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O-Lite tanks charged with Searchlight gas. In one case they 
palm off their own goods as complainant’s and trade on com- 
plainant’s good will; in the other, they sell their own goods 
(gas) only because the purchaser knows he can, by having a 
Prest-O-Lite tank, participate in the system of business estab- 
lished by the complainant. In either case the complainant loses 
and the defendants gain by defendants’ use of something which 
belongs to the complainant. 

The defendants’ right to purchase old Prest-O-Lite tanks 
can not be doubted, but they have not shown that it is cheaper 
to buy them than the genuine Searchlight tanks. Why do they 
continue to use old Prest-O-Lite tanks, either purchased or re- 
ceived in exchange’? If Searchlight gas is as good as or better 


cae EOC eR 


than Prest-O-Lite gas, why not sell Searchlight gas and Search- 

light tanks? 
ij But defendants, having the right to own and use as they 
please Prest-O-Lite tanks so long as they do complainant no 
injury of which the law takes cognizance, say no injury to the 
complainant can result from recharging Prest-O-Lite tanks with 
Searchlight gas, because (after this suit had been instituted) 
they put paper labels on the tanks marked with complainant’s 
trade-mark and trade-name of such character that no one can 


——— 


be deceived as to the contents of the tank. Complainant’s Ex- 
hibit L; Defendants’ Exhibit 2-A. 
I am not prepared to say (there would be an impropriety 
in saying in advance of the question) whether or not such a 
label, indelibly marked upon a Prest-O-Lite tank, complainant’s 
own marks having been obliterated, would meet any legal ob- 
jection which complainant might attempt to raise against it. But 
in my judgment, for several reasons, this label does not afford 
adequate protection to the complainant’s rights under its trade- 
mark and trade-name and to the business and good will built 
, up and belonging to it under and through the name “Prest-O- 
? Lite.” 
i 1. It is probably true that many owners of automobiles, 
while knowing their own tank as a “Prest-O-Lite” tank, which, 
to them, means it contains acetylene gas called “Prest-O-Lite,”’ 
would not recognize in the legend printed in large type on the 
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label, “The Searchlight System” and the smaller, though large, 
type “Of Acetylene Storage,” any difference between their own 
“Prest-O-Lite” (which is without doubt a searchlight) and a 
similar light distinctly named “Searchlight.” The statement in 
bold but smaller letters, ““This Re-filled Tank Contains Acety- 
lene Gas made by the Searchlight Gas Company,” would not, 
unless the owner knew that Prest-O-Lite gas was made by the 
Prest-O-Lite Company, be more enlightening than the statement 
of the system. 

The label is so devised that the negation of the contents 
being Prest-O-Lite gas is so placed and in such comparatively 
small type that one can not but discover purpose in choice of 
description and selection and arrangement of type. 

2. The lighting apparatus is but one of many important 
features of an automobile. Doubtless the manipulator of the 
machine is more concerned with the machinery and especially 
with the intricate handles, levers, and buttons which control its 
action. When the exchange of tanks is being made it is seldom 
done by him. The tank does not come into his hands, and he 
is usually, particularly if after a trip of some length, looking to 
the more important parts of the machine. In any event, if he 
remains in the machine while the exchange is being made, the 
tank from its location is some little distance away from him, and 
when placed in its receptacle is, for the most part, concealed 
from view. He would scarcely notice the label while the tank 
was being carried to the machine. It is not like a label on a 
box or package or a bottle. These are usually handled by the 
purchaser within easy vision and with more or less concentra- 
tion. Even so, he is frequently misled by an ingeniously con- 
trived label. 

It would seem (although a decision on the question here is 
not necessary and is not made) that the case affords an oppor- 
tunity for the application of the principle upon which some of 
the decisions rest; that when an article has become known to 
the trade by its shape, size, color, and general appearance, and 
is identified by these or some of them, it can not be used for 
purposes of competition. The product sold by complainant 
through the dealers at the time of exchange of tanks is gas. It 
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can not be identified by any other means than by the receptacle 
which contains it. When an exchange is made, the appearance 
of the tank.indicates the origin of the gas. Even if defendants’ 
label covers the trade-mark, it does not negative the clear im- 
pression the tank makes of being the counterpart of the package 
surrendered on exchange, and that it is filled with the same gas 
as the package surrendered. That the package received on ex- 
change contains a different gas from that which it purports to 
contain would only appear upon an examination of the printed 
label, to which, from the appearance of the package, there would 
be no occasion to give particular or even any scrutiny. But 
since it is the practice of complainant also to put labels on its 
tanks, there would be by so much the less occasion for inquiry 
by the user. 

3. The purchaser from the complainant gets more than the 
tank itself. He buys a right and opportunity to participate in 
the business system complainant has, at great expense, estab- 
lished and maintained. The especial value the tank has is its 
exchangeability, when empty, for a full tank essentially the same 
as the other. The popularity of Prest-O-Lite is without doubt 
due to this fact. By furnishing dealers in all parts of the coun- 
try with charged tanks for exchange for its empty tanks, and 
advertising in many ways, an enormous demand has been cre- 
ated by complainant for its tanks and gas. This system of 
exchange is necessarily highly profitable to the complainant and, 
in a smaller measure, to the dealer, and performs a service to 
the user of the greatest importance. This service and the gen- 
eral knowledge that it may be had is the very life of complain- 
ant’s business. To the tank, the title of which has passed from 
the complainant, is attached a quality—the quality of exchange- 
ability practically anywhere in the United States. This quality 
the complainant has created and it belongs to the complainant 
and is a valuable asset in its business. 

The makers of Searchlight tanks and gas use, in competi- 
tion with the complainant, a similar system; but, for the pur- 
poses of this case, a finding is justified by the evidence that the 
service afforded by the Searchlight system is not as extended as 
complainant’s and its gas is not, through its own system, to be 
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had in as many places as complainant’s. Hence it is, and the 
wtness Carpenter’s testimony but confirms the natural deduc- 
tion, that, while a user might be content with Searchlight gas, 
he would only be satisfied with a container known and recog- 
nized as a Prest-O-Lite tank exchangeable for another Prest- 
O-Lite almost anywhere. | 

And so the defendants, in order to sell Searchlight gas, 
the profit of which goes to them and the Searchlight Company 
which charges defendants’ tanks with its gas, exchange with the 
user Prest-O-Lite tanks charged with Searchlight gas for empty 
Prest-O-Lite tanks and thereby reap a very considerable part 
of the value of the quality of exchangeability inherent in every 
tank the complainant sells. There is surely something unfair in 
this, if not morally wrong. 

Fair competition between the two systems is excellent, but 
the acts complained of do not involve competition between the 
two systems. They involve a use by the defendants in the fur- 
therance of their competitive business, and the appropriation, of 
something of value which actually belongs to their competitor. 
Instead of using their own system in competition with com- 
plainant’s system, they actually make complainant’s system the 
very medium through which their gas was introduced to com- 
plainant’s customers. 

Clearly, it was not contemplated by the complainant and a 
purchaser in its business system that that system should itself 
be used to further the business of complainant’s competitor ; 
and it is equally clear that, if such use is permitted, the re- 
sult would be a total destruction of the complainant’s business 
system, for anybody anywhere could, by the use of Prest-O- 
Lite tanks, introduce Searchlight gas or any other similar il- 
luminant, and eventually break down the complainant’s busi- 
ness. This, not through the introduction of or the intent to in- 
troduce, a competing business system, but by using complain- 
ant’s system for its own destruction. The result of this would 
be not only disastrous to the business system built up by com- 
plainant, but necessarily destructive of any other similar system. 


The facts in this case differ widely from the facts appearing 
in such cases as Chicago Board of Trade case (Board of Trade 
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v. Christie, etc., Co., 198 U.S., 236, 25 Sup. Ct., 637, 
49 L. E*., 1031), or the Stock Ticker case (National News Co. 
v. Westevw Union Tel. Co., 119 Fed., 294, 56 C. C. A., 198, 60 
L. R. A., 805), or the Trading Stamp cases (Sperry v. Mechan- 
ics’, etc., Co., 128 Fed., 800; /d., 135 Fed., 833; Sperry v. Tem- 
ple, 137 Fed., 992; Sperry v. Weber, 161 Fed., 219), or the 
Phonograph Disc case (Fonotipia Limited et al. v. Bradley, 171 
Fed., 951) ; but, nevertheless, there is in them a principle which 
seems applicable to this. 

The great value of complainant’s business lies in the inter- 
changeability of its tanks. This quality the complainant has 
created. It is his, and no one has the right to appropriate it for 
his own gain to the detriment and even destruction of complain- 
ant’s business. That quality is incorporeal and intangible, but 
is property nevertheless. The complainant manifestly having 
no adequate remedy at law is entitled to have his property pro- 
tected by a court of equity. This, of course, is aside from any 
question involved in the ownership of a registered trade-mark ; 
or any question of deceit. Defendants’ wrong does not lie in 
the mere use of old Prest-O-Lite tanks, but in using them to 
destroy the complainant’s business system for the purpose of, or 
with the result of, injuring the complainant’s business. 

4. Tanks containing illuminating gas are, under the circum- 
stances of their use, constantly exposed to the weather, and are 
frequently cleaned by the use of water. It is obvious, and there is 
evidence tending to show, that paper labels on a metal tank are 
easily detachable when wet, and, of course lack permanency. In 
addition to what has already been said on the subject of the 
label on which defendants rely, it seems to me that the com- 
plainant’s trade-mark, in which, as such, it has a property right, 
is not sufficiently obliterated by pasting over it a paper label. 

The complainant is entitled to an injunction. 

This conclusion is in agreement with the decision of Judge 
Anderson in the case of Prest-O-Lite Co. v. Searchlight Gas Co. 
(no written opinion) in the district court of the United States 
for the district of Indiana, as the same appears in the decree 
and order entered by him in that case; and is in accordance with 
the views of Judge Welborn in the southern division of the 
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southern district of California in the case of Prest-O-Lite Co. v. 


H. W. Bogen, 209 Fed., 915, as they appear in the opinion filed 
by him in that case. 


Complainant may take a decree in accordance with the 
views expressed in this opinion. 


[To the same effect, see Prest-O-Lite Co. v. Avery Lighting Co., 161 
Fed. Rep., 648, circuit court, northern district of New York. The same 
court in the northern district of Ohio upon similar facts, reached the 
contrary conclusion. Prest-O-Lite Co. v. Auto Acetylene Light Co., 2 
Trade-Mark Reporter, p. II. 

On that phase of unfair competition which consists in the refilling of 
marked containers, see also the following cases: Moxie Co. v. Bagoian, 
2 Trade-Mark Reporter, p. 306, af’d. 3 /d., p. 374; Pontefact v. Eisen- 
berger, 106 Fed. Rep., 4909; Van Hoboken v. Mohns & Kaltenbach, 112 
Id., 528; Evans v. Von Laer, 32 Id., 153; Hostetter Co. v. Martinoni, 110 
Fed. Rep., 524.] 


INDIANA APPELLATE COURT 


HarTzLeEr, et al. v. GosHEN CHURN & LADDER Co. 


(104 Northeastern Rep., 34.) 


Second Division, February 4, 1914. 


. UNFAIR CoMPETITION—CORPORATE NAME. 

The use of a corporate name that embodies the trade-name of a 
rival business and that leads to confusion between the two undertakings 
should be enjoined. The use of the corporate name “Security Ladder 
Company” enjoined at the suit of earlier makers of the “Security Lad- 
der.” 

. UNFAIR COMPETITION—RELIEF. 

In cases of unfair competition, where the offending name is inno- 
cently or ignorantly adopted the relief granted is usually confined to an 
injunction; but where the original wrongful act was with knowledge, 
or is continued with knowledge of the facts, damages may be re- 
covered. 

. Unrarr CoMPETITION—LIABILITY OF CORPORATE OFFICERS AND DrIRECTORS. 

Officers and directors of a corporation are personally liable for 
acts of unfair competition in the selection of a corporate name and 
the organization of a corporation with the purpose and intent of prey- 
ing upon the business of a rival. 


Appeal from judgment of the superior court, Elkhart 
county, in favor of the plaintiff. Affirmed as to the principal 
defendants. 
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Louis W. Vail, of Goshen, Indiana, for appellants. 
E. A. Dausman, of Goshen, and P. L. Turner of Elkhart, 
iridiana, for appellee. 


IpacH, J.—This suit was brought by appellee against the 
individual defendants and the Security Ladder Company, a cor- 
poration, to recover damages and to enjoin them from inter- 


fering with their business, upon the theory of unfair competi- 
tion. 


The averments of the complaint are the following: 


“That the plaintiff is a corporation organized and existing 
under the virtue of the laws of the state of Indiana, and for 
eight years last past has been, and now is, engaged in the busi- 
ness of manufacturing and selling churns, ladders, and lawn 
swings. 

“That the plaintiff’s home office, its factory and its prin- 
cipal and only place of business, now is, and for the eight years 
last past has been continuously, at the city of Goshen, in the 
county and state aforesaid. 

“That the plaintiff for eight years last past has manufac- 
tured and sold, and is now manufacturing and selling, a certain 
step-ladder, under, by, and in the trade-name of the ‘Security 
Ladder’; that during the eight years last past the plaintiff has 
applied the said trade-name to said ladder, and has stamped 
said trade-name thereon; that the plaintiff has expended large 
sums of money and devoted much time and effort in introduc- 
ing and placing on the market said security ladder under said 
trade-name; that by extensive advertising and continuous effort 
the plaintiff has built up a good trade in said security ladder; 
that the plaintiff has made a specialty of said security ladder, 
and the manufacture and sale thereof constitutes a prominent 
feature of plaintiff’s business; that said security ladders have 
been and now are extensively advertised throughout the coun- 
try by jobbers and retailers who purchase them from the plain- 
tiff; that said security ladders had become widely known to 
the trade and to consumers by the name of the ‘Security Lad- 
der,’ and have attained a high reputation for strength, durability, 
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and good qualities generally ; that the manufacture and extensive 
sale of said ladders is a source of profit to the plaintiff. 

“That the defendant the Security Ladder Company is a 
corporation, organized and existing under and by virtue of the 
laws of the state of Indiana, and has its home office and its 
principal and only place of business in the city of Goshen, in 
the county and state aforesaid. . 

“That the said defendant corporation is engaged in the 
manufacture and sale of step-ladders similar in design to plain- 
tiff’s said ladders. 

“That .the individual defendants Aaron Hartzler, Samuel 
F. Poorman, Arthur E. Brownell, George Bosse, Harvey D. 
Rough, William O. Vallette, George A. Riley, and Lou W. Vail 
are the stockholders and officers of the defendant the Security 
Ladder Company. 

“That the defendant Aaron Hartzler was one of the orig- 
inal incorporating members of the plaintiff corporation, the 
Goshen Churn & Ladder Company, and was a stockholder in 
and was the secretary and treasurer of the said the Goshen 
Churn & Ladder Company from the organization thereof to 
November 16, 1909; that on November 16, 1909, said Hartzler 
sold his interest in the said the Goshen Churn & Ladder Com- 
pany to his associate stockholders therein, and that thereupon 
he promoted the organization of the defendant corporation the 
Security Ladder Company ; that the defendants, Samuel F. Poor- 
man, Arthur E. Brownell, and Harvey D. Rough, on and prior 
to November 16, 1909, were in the employ of the plaintiff in 
the capacity of traveling salesmen; that the defendant George 
Bosse, on and prior to November 16, 1909, was in the employ of 
the plaintiff in the capacity of foreman of one of the departments, 
and that each and all of the individual defendants, at the time 
of the organization of the defendant corporation, well knew the 
use the plaintiff had made and was then making of the name 
‘Security’ in connection with the advertisements and sale of its 
ladders, and well knew the plaintiff’s interest in said name. 


“That the said individual defendants, in disregard of the 
plaintiff’s rights, conspired to create a corporation which should 
have a pretended color of right to use the name ‘Security Lad- 








: 
| 





HARTZLER, ET AL. V. GOSHEN CHURN & LADDER CO 1O5 


der’ for the purpose of deceiving the public into the belief that 
they were the original makers or the manufacturing successors 
of the original makers of such ladders, and thus create, by means 
of the deception, an unfair and tricky competition in trade with 
the plaintiff. 

“That the defendants have prominently displayed the plain- 
tiff’s corporate name in their advertising literature in connec- 
tion with the corporate name of the defendant corporation, 
concerning the manufacture and sale of ladders; that the de 
fendants in their advertising literature announced to the public 
the fact that the defendant Hartzler was formerly with the 
plaintiff in the capacity of secretary and treasurer, and that the 
defendants Poorman, Rough, and Brownell were formerly with 
the plaintiff in the capacity of traveling salesmen, and would 
continue to travel the same territory they formerly covered ‘for 
the Goshen Churn & Ladder Company’; that in said advertising 
matter and literature the plaintiff’s corporate name is promi- 
nently displayed in connection with the corporate name of the 
defendant company, and in connection with the names of the 
individual defendants as dealers in ladders, and in connection 
with the name of the defendant Hartzler as plaintiff’s former 
secretary and treasurer, and in connection with the names of 
the defendants Poorman, Rough, and Brownell as _plaintiff’s 
former traveling salesmen; that said advertising matter is well 
calculated to deceive ordinary purchasers of ladders into the 
belief that the defendants are carrying on the business of the 
plaintiff—their former employer—or in some way connected 
with it; and that the defendants have been selling their goods, 
the ladders herein referred to, from the plaintiff’s catalogues 
and photographs. 

“That the name of the defendant corporation was unlaw- 
fully and wrongfully selected specifically for the benefit that 
would accrue from the use of the name ‘Security Ladder’ and 
for the purpose thereby unnecessarily to create unfair competi- 
tion. 

“That the name of the defendant corporation was wrong- 
fully and unlawfully selected in imitation of plaintiff’s trade- 
name ‘Security Ladder’ for the fraudulent purpose of deceiving 
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the public and appropriating plaintiff’s good will and reputa- 
tion. 

“That by reason of the defendants’ literature, advertising 
matter, and correspondence being subscribed by the corporate 
name of the defendant corporation, “The Security Ladder Com- 
pany,’ purchasers, dealers, and users are led to believe and will 
be led to believe, are induced to buy and will be induced to buy 
from the defendant corporation in the belief that they are buy- 
ing plaintiff's goods, as and for the goods made by the plain- 
tiff, and that purchasers of ladders, while intending to buy of 
the plaintiff, are led to purchase, and will continue to be led to 
purchase, ladders of the defendant corporation’s manufacture, 
thereby diminishing plaintiff's profits, to the great and irrepar- 
able injury of the plaintiff. 

“That by reason of the fact that the ladders manufactured 
and to be manufactured by the defendants are similar in size 
and design to the ladders manufactured by the plaintiff, the use 
of the name.of the defendant corporation, in any manner there- 
with, whether stamped thereon or otherwise associated with 
said ladders, tends to mislead and confuse dealers, purchasers, 
and users of ladders as to the origin of the goods, and enables 
the defendants to sell their goods as and for the goods of the 
plaintiff, and that the defendants are thus wrongfully appropri- 
ating the benefits of the corporation acquired by the plaintiff’s 
goods; that the defendants by wrongfully selecting, adapting, 
and appropriating the plaintiff’s said trade-name, and for the 
corporate name of the defendant corporation, are enabled to 
palm off their goods as and for the goods of the plaintiff, and 
that the defendants are thereby palming off their goods as and 
for the goods of the plaintiff; that the plaintiff has the exclusive 
right to the use of said trade-name ‘Security’ as applied to lad- 
ders, and to the trade-name ‘Security Ladder’ especially as 
against the defendants’ wrongful and misleading use of said 
names as aforesaid, and that the use of the name ‘The Security 
Ladder Company,’ or ‘Security Ladder Company’ as and for 
the name of the defendant corporation is an unwarranted inter- 


ference with the trade and good will and reputation of the plain- 
tiff.” 
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It is also alleged that in the manner and form aforesaid 
the defendants have pirated the plaintiff’s trade-name and busi- 
ness; are attempting to wrongfully take and appropriate the 
plaintiff’s business prestige and reputation; are stealing the busi- 
ness, good will, profits, and emoluments accruing to plaintiff by 
reason of its long term of years in selling and advertising se- 
curity ladders ; and are endeavoring to sell their ladders as plain- 
tiff’s, to plaintiff’s damage in the sum of $10,000; that the de- 
fendants threaten to, and will, unless restrained by this court, 
continue to infringe on plaintiff’s rights as aforesaid, and to 
stamp the name “The Security Ladder Company” or the name 
“Security Ladder,” or the name “Security,” on their ladders, to 
the irreparable injury of the plaintiff, for which he can not be 
compensated in damages. Wherefore the plaintiff prays judg- 
ment for $10,000, and that defendants, all and each of them, 
be perpetually enjoined from using the name “The Security 
[adder Company,” or the name “Security Ladder Company” or 
the name “Security,” or any name or names substantially identi- 
cal therewith for their corporate name; or in connection with 
the business of the manufacture and sale of ladders; and from 
stamping ladders of their manufacture with such names; and 
from interfering with the paramount right of plaintiff to such 
names in connection with the manufacture and sale of ladders; 
and from representing that goods manufactured by them are 
manufactured by plaintiff; and from using the plaintiff’s cor- 
porate name in their advertising in any manner calculated to 
deceive ordinary purchasers of ladders as to the origin of de- 
fendants’ goods; and from advertising the fact that they or any 
of them were formerly with the plaintiff, in any manner that 
tends to injure the plaintiff, and for all other proper relief. 

Demurrers to this complaint by each defendant were over- 
ruled, and the issues closed by answers in general denial. The 
cause was tried by the court, who found the complaint true and 
proven, that the defendants in adopting and using the corporate 
name of the Security Ladder Company, and in adopting and 
using in its corporate name the word “Security,” perpetrated a 
fraud upon the plaintiff; that the use of such corporate name 
and such word was wrongful to the plaintiff, and caused it to be 
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damaged in the sum of $500; that the defendants should be 
enjoined, substantially in accordance with the prayer of the 
complaint, and rendered judgment in conformity to his findings. 

Appellants separately assign that the complaint does not 
state facts sufficient to constitute a cause of action against ap- 
pellants and each of them, that the court erred in overruling 
the demurrer of appellants and each of them to said complaint, 
and that the court erred in overruling the separate and several 
motion for new trial of each appellant, and appellants’ joint 
motion for new trial. 

The subject of unfair business competition has not been 
much considered by our courts. Indeed we believe that there is 
but one case reported in this state, that of Computing Cheese 
Cutter Co. v. Dunn, 45 Ind. App., 20, 88 N. E., 93, which deals 
exclusively with the question, though there are some older trade- 
mark cases. We, therefore, feel justified in referring at some 
length to the general principles of the law of unfair competi- 
tion as deducted from cases in other jurisdictions, and collected 
in text books, and we find that in the following excerpts from 
the article in Cyc. on Trade-Marks, Trade-Names, and Unfair 
Competition, the rules applicable to the present case are stated 
in language probably more concise and accurate than our own 
would be: 

“Unfair competition consists in passing off, or attempting 
to pass off, upon the public, the goods or business of one person 
as and for the goods or business of another. It consists es- 
sentially in the conduct of a trade or business in such a manner 
that there is either an express or implied representation to that 
effect. And it may be stated broadly that any conduct, the 
natural and probable tendency and effect of which is to deceive 
the public so as to pass off the goods or business of one person 
as and for that of another, constitutes actionable unfair compe- 
tition. The definition is comprehensive enough to reach every 
possible means of effecting the result.” 38 Cyc., 756. 

“Relief against unfair competition is properly afforded 
upon the ground that one who has built up a good will and repu- 
tation for his goods or business is entitled to all the benefits 
therefrom. Such good will is property, and, like other property 
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is protected against invasion. The deception of the public 
injures the proprietor of the business by diverting his customers 
and depriving him of sales which he otherwise would have 
made.” 38 Cyc., 760. 

“Trade-names are names which are used in trade to designate 
a particular business of certain individuals considered somewhat 
as an entity, or the place at which a business is located, or of a 
class of goods, but which are not technical trade-marks, either 
because not applied or affixed to goods sent into the market, or 
because not capable of exclusive appropriation, by one as trade- 
marks. Such trade-names may or may not be exclusive. Ex- 
clusive trade-names are protected very much upon the same 
principles as trade-marks, and the same rules that govern trade- 
marks are applied in determining what may be an exclusive 
trade-name. Nonexclusive trade-names are names that are pub- 
lict juris in their primary sense, but which in a secondary sense 
have come to be understood as indicating the goods or busi- 
ness of a particular trader. Trade-names are acquired by adop- 
tion and user, and belong to the one who first used them and 
gave them a value.” 38 Cyc., 765. 

“In order to make out a case of unfair competition, it is 
not necessary to show that any person has been actually deceived 
by defendant’s conduct and led to purchase his goods in the be- 
lief that they are the goods of plaintiff, or to deal with defend- 
ant thinking that he was dealing with the plaintiff. It is suff- 
cient to show that such deception will be the natural and prob- 
able result of defendant’s acts. But either actual or probable 
deception and confusion must be shown, for if there is no prob- 
ability of deception, there is no unfair competition. Actual in- 
stances of deception, however, afford the strongest. possible 
proof of the deceptive tendency of defendant’s acts, and the 
presence or absence of such proof is often referred to as a rea- 
son for granting or withholding relief. As in the case of the 
infringement of another’s trade-mark, the true test of unfair 
competition is whether the acts of defendant are such as are 
calculated to deceive the ordinary buyer under the ordinary 
conditions which prevail in the particular trade to which the 
controversy relates. This has been said to include the incau- 
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tious, unwary, or ignorant purchaser, but not careless pur- 
chasers who make no examination.” 38 Cyc., 776. 

“Unfair competition is always a question of fact. The 
question to be determined in every case is whether or not, as a 
matter of fact, the name or mark used by defendant has previ- 
ously come to indicate and designate plaintiff’s goods, or, to state 
it another way, whether defendant, as a matter of fact, is by 
his conduct passing off his goods as plaintiff’s goods, or his 
business as plaintiff’s business.” 38 Cyc., 779. 

“Unfair competition involves trading upon another’s repu- 
tation and good will, and the injury is the same regardless of 
the intent with which it is done. Accordingly, the better view 
is that an actual fraudulent intent need not be shown where the 
necessary and probable tendency of defendant’s conduct is to 
deceive the public, and pass off his goods or business as and for 
that of plaintiff, especially where only preventive relief against 
continuance of the wrong is sought or granted.” 38 Cyc., 784. 

“A dealer coming into a field already occupied by a rival 
of established reputation must do riothing which will unneces- 
sarily create or increase confusion between his goods or busi- 
ness and the goods or business of his rival. Owing to the na- 
ture of the goods dealt in or the common use of terms which 
are publici juris, some confusion may be inevitable. But any- 
thing done which unnecessarily increases this confusion and 
damage to the established trader constitutes unfair competition. 
The unnecessary imitation or adoption of a confusing name, 
label, or dress of goods constitutes unfair competition.” 38 Cyc., 
794. 

“Even descriptive and generic names may not be used in 
such a manner as to pass off the goods or business of one man 
as and for that of another. Where such words or names by 
long use have become identified in the minds of the public with 
the goods or business of a particular trader, it is unfair compe- 
tition for a subsequent trader to use them in connection with 
similar goods or business in such a manner as to deceive the 
public and pass off his goods or business for that of his rival. 
Accordingly the right to use generic names and descriptive terms 
is regulated by the courts in accordance with certain general 
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rules already stated. Thus such terms may not be used in such 
a manner as to cause unnecessary deception of the public and 
damage to the complainant. It is unnecessary for the subse- 
quent trader to use such terms in such a manner as to give his 
goods the same short name, or trade-name, in the market as 
that of the prior trader’s goods, for it is easy to use such terms 
in some other honestly descriptive way without injury to any 
right of either party.” 38 Cyc., 800. 

“Corporate names have frequently been enjoined upon the 
general principles of trade-marks and unfair competition, where 
they were sufficiently similar to the name in use by prior trad- 
ers to produce confusion and injury. A corporate charter 
grants no immunity in the use of a deceptive name. The same 
rule applies to corporate names as applies to the names of 
natural persons. The name may be used, but only if used hon- 
estly.” 38 Cyc., 820. 

“Circulars, advertisments, or other announcements calcu- 
lated to deceive the public and pass off defendant’s goods or 
business as the goods or business of plaintiff constitute unfair 
competition and will be enjoined. The imitation of copying of 
the complainant’s circulars and advertisements is strong evi- 
dence of fraud, and will be enjoined. The use of another’s 
trade symbols in advertising matter on bill heads, stationery, 
etc., may be enjoined.” 38 Cyc., 847. 

As was said by Judge Roby in Computing Cheese Cutter 
Co. v. Dunn, supra: “The question in every case is whether the 
defendant is in fact attempting to sell his goods as the goods of 
some one else.” The complaint avers facts showing that ap- 
pellants were attempting to sell their goods as appellee’s. The 
facts averred show the execution of a carefully conceived 
scheme, intended apparently to evade the letter of the law, but 
not its spirit. Instead of directly copying appellee’s corporate 
name, or directly selling goods under a name similar to appel- 
lee’s trade-name, appellants used the plan of making their cor- 
porate name similar to appellee’s trade-name, which had been 
prominently advertised, and thus endeavored to gain the ad- 
vantage of the use of such trade-name, while not technically 
using it as such. In the case of W. R. Lynn Shoe Co. v. Au- 
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burn-Lynn Shoe Co., 100 Me., 461, 62 Atl., 499, 4 L. R. A. (N. 
S.), 960, a corporation was enjoined from using as its corporate 
name the trade-name used by a firm in the same city of which 
the officers and stockholders of the new firm had been members. 

There are many other acts averred on the part of appellants, 
none of which, perhaps, alone would be illegal, but, when com- 
bined they are a part of a fraud upon appellee and the public, 
and of an illegal scheme to obtain business by representing the 
goods of appellants to be those of appellee. We believe also 
that the averments as to the individual defendants, the officers 
and stockholders and organizers of the appellant corporation, 
are sufficient as a matter of pleading to show them guilty of con- 
spiracy to take appellee’s trade-name and pass off the goods 
of appellant corporation as appellee’s. 

The evidence as to the acts of the corporation and its 
officers substantially supports the allegations of the complaint. 
It was shown that appellee used the name “Security” as a trade- 
name applied to a certain make of ladder, and featured this lad- 
der and this name prominently in their advertising, and sold 
more of these ladders than of any other single article by them 
manufactured; that defendants’ advertising matter also featured 
the name “Security” as their corporate name, and much of it 
was similar in form to that sent out by the old company, e. g., 
appellees had been accustomed to send out to the trade-post 
cards bearing the pictures of appellants Poorman, Brownell, 
and Rough, its traveling salesmen, announcing their coming, 
and appellant corporation sent out similar cards bearing pic- 
tures of the same men; that appellant corporation advertised 
the former connection of its officers with appellee in such a 
manner that persons might be confused into thinking that ap- 
pellant corporation was the successor of appellee. Two actual 
instances were shown in which orders intended for appetlee 
were sent to appellant; those sending the orders having been mis- 
led by appellant corporation’s name or advertising matter. 

It must be admitted that extenuating circumstances were 
shown in regard to some of these things, and at one time ap- 
pellant sent out a circular expressly disclaiming any connection 
with appellee. Naturally, when a new company, whose officers 
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were formerly officers of another company in the same line of 
business, begins operations in the same city, there may be some 
unpreventable confusion. But the one fact which overshadows 
all the other evidence against appellants is that, although they 
had the whole English vocabulary of 450,000 words, as well as 
foreign languages, and the scope of inventive fancy, upon which 
they might draw in choosing a corporate name, yet they selected 
the very word which had been most prominent in the advertising 
of the old company. It is true that Hartzler, who selected the 
name, testified that he did so only because he thought it well 
expressed the character of ladders he intended to make, and 
that he had no thought of obtaining business advantage from its 
similarity to the trade-name of some of appellee’s ladders. But 
he knew exactly what use had been made of the word “Security” 
in appellee’s advertising, for he had prepared most of it. 

A man is presumed to intend the consequences of his own 
acts. ‘Under proper circumstances the court will find in his 
acts evidence of an intent to defraud even in the face of his 
most explicit denial that he ever intended to pass off his goods 
as those of the complainant. ‘And such intent may be, and often 
is, made out, not from direct testimony, but as a clear inference 


from the circumstances even when defendant protests that his 
intention was innocent.’”’ Nims, Unfair Competition, sec. 30. 
See, also, secs. 28, 34. 


“No name may be chosen in naming a corporation which 
will cause the new corporation to be passed off as some other 
company already in existence, or that will, when attached to 
the goods made by the new company, pass those goods off as the 
goods of some other company. * * * On the incorporators 
rests the affirmative duty of differentiating the name of a new 
corporation from all other names.” Nims, Unfair Competition, 
sec. 102. 

Certainly we can not say that Hartzler in selecting the 
name “Security” fulfilled his affirmative duty on entering a 
field occupied by a rival of established reputation to do nothing 
to unnecessarily create or increase confusion between his goods 
and business and his rival’s. 


“he circumstances in this case are such that we think fraud 
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should be presumed on the part of the one who selected the 
name of appellant corporation. In cases of this kind only in- 
junctive relief is usually granted where a name is innocently or 
ignorantly taken. But where with knowledge of the facts a 
name is made use of in the first instance, or where the use of the 
name, innocently taken, is continued after knowledge of the 
facts, then an action at law for damages for knowingly selling 
goods as the plaintiff’s may be maintained. J/nternational Silver 
Co. v. Wm. H. Rogers Corp., 66 N. J. Eq., 119, 57 Atl., 1037, 
2 Ann. Cas., 407. 

Appellant Hartzler promoted the corporation and selected 
its name; he and all but two of the individual defendants were 
officers or directors of appellant corporation at the time of the 
trial. Appellant corporation had continued in the use of its 
corporate name after full warning from appellee, and indeed all 
of the defendants but two, from their connection with the old 
company, and from other evidence, must be held to have had 
from the first knowledge of that company’s right to the name 
“Security.” Officers or directors of a corporation may be per- 
sonally liable for acts which are also torts of the corporation. 
Thompson, Corporations, sec. 1420. 


Appellants Riley and Vail, who were among the incorpor- 
ators, are shown to have been nothing but stockholders, and to 
have severed their connection as such shortly after the organiza- 
tion of the company, and before the institution of this suit. 
Neither of them is shown to have had anything to do with the 
choosing of the name, nor during their connection with the com- 
pany to have had any knowledge that there was another com- 
pany in Goshen manufacturing a “Security” ladder, or that there 
was a “Security” ladder in existence. The better rule seems to 
be that, although one innocently using the trade-name of an- 
other may be enjoined from its use, he is not liable to damages, 
so long as its use continues innocent. W. R. Lynn v. Auburn 
Lynn Co., supra. 

Generally speaking, a stockholder, not an officer, and in 
no way connected with the management of the corporate busi- 
ness, can not be held personally liable for the torts of the cor- 
poration. Thompson, Corporations, sec. 4912. 
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Further, it does not appear that these two parties, Riley and 
Vail, were when this suit was brought either in a position to 
do the acts which they were enjoined from doing, or were 
threatening to do such acts, or that there was any indication 
that they would do so. Therefore there was not evidence suffi- 
cient upon which to base the issuing of an injunction as against 
them. 

We think that the court’s decision as against appellants 
Riley and Vail is not sustained by sufficient evidence, and that 
the court erred in overruling their separate and several motions 
for new trial on that ground. As to these appellants the judg- 
ment is reversed, and the cause remanded for new trial, while as 
to the other appellants the judgment is affirmed, and it is or- 
dered that they be required to pay seven-ninths of the cost, 
and appellees two-ninths of the cost. 


NEW YORK SUPREME COURT 


Warts v. WILLIAM G. WHITE. 
(145 N. Y. Supp., 743.) 
Appellate Division, First Department, February 4, 1914. 


PERSONAL NAME—UsF BY CORPORATION 

The civil rights law of New York, forbidding the use of a per- 
sonal name for purposes of trade without the consent of the person, 
can not be invoked to restrain the use of an individual name by a 
corporation in its corporate title, when that name was originally con- 
ferred upon it by the individual himself, and it is only continuing the 
business which he trasferred to the corporation 


Appeal from an order of the special term, New York county, 
granting a temporary injunction. Reversed. 

Argued before INGRAHAM, P. J., and McLaucuHtin, 
LAUGHLIN, CLARKE, and Scort, JJ. 

David Michelsohn, of New York City, for appellant. 

Charles R. Rose, of South Amboy, N. J., for respondent. 


LAUGHLIN, J.—The plaintiff, after having been engaged in 
business in his own name as a haberdasher retailing men’s ware 
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in the borough of Manhattan, New York, and in the city of 
Newark, N. J., for something like seven years, on November 
II, 1910, formed a domestic corporation in his own name for 
continuing the business. The name of the corporation and the 
name of the plaintiff are identical. It is conceded that the 
words “a corporation” in the title of the action form no part 
of the corporate name of the defendant, and were inserted with 
a view to indicating that the plaintiff is proceeding against a 
corporation and not against himself. 

The plaintiff had extensively advertised the business in his 
own name, and at the time of the incorporation he was conduct- 
‘ ing five stores. He assigned and transferred to the corporation 
all his right, title, and interest in and to the business which he 
had theretofore conducted, including the stock on hand and 
good will, and received therefor $130,000 of the total capital 
stock of $150,000 of the corporation. He was thereupon elected 
a director and president of the corporation, and was in general 
charge of its business and affairs under a large salary, until the 
13th day of November, 1913, when he resigned as director and 
president. He sold part of his capital stock to one Bayer, re- 
taining two-thirds of the entire capital stock, and on September 
I, 1911, he and Bayer sold all the capital stock of the defend- 
ant to a domestic corporation known as the A. M. F. Company, 
which paid therefor the book value of the assets of the cor- 
poration and in addition thereto the sum of $50,000 for the good 
will of the business. Part of the consideration was paid by 
common and preferred stock of the A. M. F. Company, and 
plaintiff still owns and has registered in his name 447 shares of 
total issue of 1,211 shares of the first preferred stock, and 250 
shares of the second preferred stock, which was all of that 
stock issued ; and he is the largest single owner of first preferred 
stock, and the owner of all second preferred stock that has 
been issued. 


It is evident that the plaintiff, by thus incorporating in his 
own name, intended to give the corporation the benefit of the 
prestige of his name and business. There has been no change 
in the method and mode of conducting the business since the in- 
corporation from the manner in which it was conducted by him 
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individually before. All signs, stationery, wrapping paper, boxes, 
labels, and other forms of advertisement were prior to the in- 
corporation, and have since been, in the same name, and the 
defendant has expended a large amount of money in advertising 
the business in that name. On account of the name, the per- 
sonal pronoun has always been used in the advertisments, and 
in connection with the business; and this practice was continued 
by plaintiff while he conducted the business for the corporation, 
and the right of the defendant so to advertise and conduct its 
business was not questioned by him until he severed his official 
connection therewith, as stated. ’ 

On selling his stock to the A. M. F. Company, the plaintiff 
entered into an agreement by which he bound himself not to 
enter into any business, or become connected with any business, 
under his name, or any name substantially similar thereto, within 
the United States, excepting in New Mexico, so long as the A. 
M. F. Company continues to own the entire capital stock of the 
defendant. 

Plaintiff has not atempted to resume business, and there- 
fore there is no evidence and could be no claim of unfair com- 
petition. The only basis claimed for this action is section 51 
of the Civil Rights Law (Consol. Laws, c. 6), which provides 
as follows: 


“Any person whose name, portrait or picture is used within this 
state for advertising purposes or for the purposes of trade without 
the written consent first obtained as above provided may maintain an 
equitable action in the supreme court of this state against the person, 
firm or corporation so using his name, portrait or picture, to prevent 
and restrain the use thereof; and may also sue and recover damages 
for any injuries sustained by reason of such use, and if the defendant 
shall have knowingly used such person’s name, portrait or picture in such 
manner as is forbidden or declared to be unlawful by the last section, 
the jury, in its discretion, may award exemplary damages.” 


It is perfectly plain, I think, that plaintiff is not entitled to 
the benefit of the provisions of that statute, for by his own vol- 


unary act he has given the defendant his name and the right 
to use it. 


It follows that the order should be reversed, with $10 costs 
and disbursements, and motion denied, with $10 costs. All 
concur. 
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THE NEw THouGHt CHurcH v. Mary E. CHAPIN. 
(159 App. Div., 723.) 
First Department, December 31, 1913. 


UNFAIR COMPETITION—CORPORATE NAME. 

A religious corporation under the name “The New Thought 
Church” held not entitled to enjoin the use of the name “New Thought 
Church Services,” in the conduct of services by another, on the 
ground that the name is generic and there can be no monopoly in the 
teaching of the true faith. 


Appeal from an order of the special term, New York 
county, denying a preliminary injunction. Affirmed. 


Edgar H. Woodward, for the appellant. 


George F. Parker, for the respondent. 


Scott, J.—The plaintiff-appellant, which claims to be a 
duly incorporated religious corporation under the name of “The 
New Thought Church,” seeks to enjoin the defendant from 
conducting services under the name of “New Thought Church 
Services.” 

This is clearly not a case for temporary injunction. In the 
first place no damage is shown to result to plaintiff from the 
acts complained of, nor is it shown that any actual confusion 
has been produced by the similarity of names. 

In the second place, without determining whether or not 
the plaintiff has ever been legally incorporated, we are of opin- 
ion that the name it has chosen is not one to which it can claim 
the exclusive right. It is conceded that it can not successfully 
claim a monopoly of the words “New Thought” or of the word 
“Church,” but it claims the right to monopolize the combination 
of those words. This claim seems to us to be untenable. The 
words are all generic in character and of common use and are 
neither peculiar, distinctive nor descriptive. 


The plaintiff claims that it teaches a form of religion based 
upon what it terms “New Thought.” If it believes, as we must 
assume that it does, that this is a true religion and of benefit 
to those who receive its teachings, it surely can not complain 
that others teach the same form of religion.. It would not be 
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contended for a moment that any body of people, whether in- 
corporated or not, could sustain a claim to the monopoly of 
the use of the name “Christian Church” or “Jewish Church” 
against persons who taught religion after the Christian or Jew- 
ish creeds. The plaintiff apparently has founded a new sys- 
tem of religion based on a new creed. The name it has chosen 
indicates, first, the system of religion which it teaches, and, 
Ys second, that it teaches that system through the medium of or- 
ganizations known as churches. It surely is not in a position 
to successfully claim a monopoly of teaching this form of re- 
ligious faith by means of organizations known by the generic 
names of churches. 
The order appealed from must be affirmed, with costs. 


) 


INGRAHAM, P. 


— 


J., CLARKE, Dow1ine and Horcukiss, J}. 


concurred. 
















Order affirmed, with ten dollars costs and disbursements. 


TEXAS COURT OF CIVIL APPEALS 
HuGuHeEs, et al. v. Howke-GrRain ¢ MERCANTILE Co. 
(162 Southwestern Rep., 1187.) 
Dallas, January 10, 1914. Rehearing denied, January 31, 1914 


UNFAIR COMPETITION—TRADE-NAME. 

A corporation established for twenty-five years in business under 
a corporate name that is geographical and descriptive, held entitled to 
enjoin its former manager from engaging in the same business, in 
the same place, under a name so like its own as to deceive the public 
and customers and cause confusion of mail and of orders 


Appeal from judgment of the district court, Grayson county, 
in favor of plaintiff. Affirmed. 


McReynolds & Hay, of Sherman, Texas, for appellants. 
G. P. Webb and Wolfe, Wood & Haven, of Sherman, 
Texas, for appellee. 


RatnEy, C. J.—There being no objection by appellee to 
the statement of the case made by appellants, the same is here 
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adopted: “The Howe Grain & Mercantile Company, a cor- 
poration, appellee, filed this suit in the district court for the 
fifteenth judicial district in Grayson county, Tex., on the 22d 
day of June, 1912, seeking to enjoin and restrain appellant J. A. 
Hughes and any other persons interested with him from en- 
gaging in business at Howe, Tex., as the Howe Grain Company. 
In its original petition on which the case’ was tried, appellee 
alleged that for many years prior to June 8, 1912, appellant J. 
A. Hughes had been employed by it as its general manager ; 
during said time it had been engaged in business at Howe, Tex., 
its main business being the buying, selling, and shipping of feed- 
stuffs, hay, ete., to its customers; that it received quotations 
from various and sundry persons and concerns, and received 
applications for the purchase of such commodities, and its 
business largely depended upon its good reputation among its 
patrons and upon its continuance to receive such quotations and 
applications for the purchase and sale of grain, hay, and feed- 
stuff; that on June 8, 1912, appellant ceased to be its general 
manager, and thereafter, over its protest and in disregard to its 
right, advertised himself, either alone or in conjunction with 
other parties at Howe, Tex., as the Howe Grain Company, pur- 
porting to do a business similar to plaintiff, * * * that is, 
dealing in hay, grain, feedstuff, etc.; that the names were 
so similar that the public generally’ were unable to dis- 
tinguish between the two; that a great deal of the com- 
munications which came to plaintiff’s office were addressed 
Howe Grain Company, had been so addressed in the past, and 
would likely be so addressed in the future; that appellant’s 
former connection with the business as its manager and thereby 


being familiar with its business would render the alleged decep- 
tion more certain, and, if appellant should be permitted to con- 
tinue business as the Howe Grain Company, he would virtually 


destroy appellee’s business, would reap for himself a reward 
that plaintiff had earned, and would have an unfair advantage 
in business, etc. Writ of injunction was prayed for and a 
temporary writ was granted by the judge of said court on June 
22, 1912. Injunction bond having been filed by appellee as re- 
quired by the order of said court, writ of injunction was is- 
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sued on June 22, 1912. On July I, 1912, appellant answered by: 
(1) General demurrer; (2) special exception that said petition 
was without equity and stated no cause of action, because the 
name Howe Grain Company, under which appellant had en- 
gaged in business, only contained a description of the nature of 
the business, and the location of same, and were not words sub- 
ject to exclusive appropriation by appellee as a trade-name, but 
that appellee could not acquire the right to the exclusive use of 
the words the Howe Grain Company as a name. Appellants fur- 
ther answered by a general denial and by way of special answer 
pleaded: That it was true for a number of years appellant J. 
A. Hughes had been employed by appellee as its manager, and 
on or about the 8th day of June, 1912, said connection was 
terminated, that thereafter appellant J. A. Hughes and J. T. Mc- 
Coy has formed a copartnership for the purpose of engaging 
in the grain business under the firm name of Howe Grain Com- 
pany. That appellant J. A. Hughes had for many years been 
engaged in the grain business, had become acquainted person- 
ally and in a business way with individuals, firms, and corpora- 
tions engaged in said business over a large scope of territory 
in Texas and in other states. That by honest business methods 
he had become favorably known to the public and grain dealers 
generally and had a reputation as an honest, conservative, and 
reliable business man, and a competent judge of grain, hay, and 
similar commodities, the grades thereof, etc. That the time of 
year when the most business is transacted in the grain busi- 
ness, and when the same is most profitable, is during June, July, 
and August, and the appellant J. A. Hughes having personal ac- 
quaintance with grain dealers throughout the country, began 
said business in the early part of June, 1912, for the purpose of 
taking advantage of the opportunity offered to do a profitable 
business during the season of 1912. That under the firm name 
of the Howe Grain Company, appellant had sent out many cir- 
culars, letters, and telegrams, etc., to grain dealers throughout 
a large scope of country seeking and giving quotations and prices 
on grain, grain products, etc., as was customary among dealers 
in such commodities. Said communications were sent for the 
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purpose of obtaining orders and making sales of same, and to 
establish business relations. Also for the purpose of apprising 
the public generally and dealers in particular that appellant J. 
A. Hughes was no longer associated or connected with the Howe 
Grain & Mercantile Company, appellee, but had associated him- 
self with J. T. McCoy and engaged in business as the Howe 
Grain Company ; that by reason of his experience and reputation 
‘in business he could and would have established a large and 
profitable business relation, etc. That it was not true that ap- 
pellant had ever represented to the public or to any one directly 
or indirectly that the Howe Grain Company was in any way 
connected or associated with appellant, the Howe Grain & Mer- 
cantile Company, nor had appellant by word, sign, or act sought 
to mislead or deceive the public, grain dealers, or individuals 
dealing with the Howe Grain & Mercantile Company, or to 
create the impression that appellants were in any way connected 
with said company. That appellee knowing of the business 
qualifications and reputation of appellant J. A. Hughes, and that 
he would be able to establish a profitable business, and desiring 
to conceal from the public and dealers the fact that appellant 
J. A. Hughes was no longer its manager, and desiring the im- 
pression to continue to exist among dealers that, in trading with 
appellee, they were dealing with J. A. Hughes, and thereby ob- 
tain business which otherwise would have accrued to appellant, 
instituted this suit, and sought to restrain appellant from con- 
tinuing in business as the Howe Grain Company. That said 
action was taken for the purpose of injuring, crippling, and 
destroying the business that appellant had begun and to prevent 
them from establishing their business until after the grain sea- 
son of 1912 had expired. Appellant further pleaded that the 
words Howe Grain Company were merely descriptive of the 
place where appellants were engaged in business, the nature of 
the business transacted, and were not subject to exclusive ap- 
propriation by appllee as a trade-name. That the names Howe 
Grain & Mercantile Company and Howe Grain Company were 
essentially different, were dissimilar, and that no confusion of 
business would likely result from appellant engaging as the 
Howe Grain Company, nor had any damage been caused to ap- 
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pellee’s business thereby. But, if mistaken in this and in case 
the court should find that confusion might arise on account of 


the similarity in names, that appellants were willing, if permitted 
so to do by the court, to conduct their business as tue Howe 
Grain Company, accompanied by a statement “not in any way 


connected with the Howe Grain & Mercantile Company’ or any 
similar expression that to the court might seem proper in the 
premises, if permitted by the court to continue business under 
that name. Appellant further pleaded a counterclaim for dam- 
ages resulting from the suing out the said writ of injunction, 
and prayed that the same be dissolved for cost of suit, and for 
such other relief as they might be entitled to receive in the prem- 
ises. The case was tried before a jury under the charge of the 
court, and, a verdict having been returned in appellee’s favor, 
judgment was rendered by the court on the 8th day of March, 
1913, perpetuating the writ of injunction and against appellant 
for the cost of suit.” 

Error is assigned to the action of the court in refusing to 
instruct the jury to return a verdict in favor of appellant. The 
propositions submitted, in substance, were that the words “Howe 
Grain Company” were not subject to the exclusive appropriation 
by appellee as a trade-name; that something more than a simi- 
larity of names was necessary to establish unfair competition, 
which would warrant equitable relief by injunction, and that the 
undisputed evidence shows that appellant had not been guilty 
of any fraud, misrepresentations, or deceit to obtain unfair 
advantage of appellee, and the court should have given said in- 
struction. 

We conclude from the evidence that appellee had been in 
business for about twenty-five years at Howe, Tex., under its 
corporate name “Howe Grain & Mercantile Company”; that 
it was commonly known as the “Howe Grain Company”; that 
for more than twenty years appellant Hughes had been its gen- 
eral manager; that a considerable portion of its business was 
done under the name of Howe Grain Company; that much of 
its mail and many drafts and checks intended for it came ad- 
dressed and payable to the Howe Grain Company; that all of 


these facts were well known to appellant Hughes; and that with 
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such knowledge he organized and established, for the purpose of 
engaging in the same business as that in which appellee was en- 
gaged at Howe, Tex., a business to be conducted under the 
name of Howe Grain Company, knowing that he would, and 
intending to, thereby unlawfully acquire an undue and unde- 
served advantage, and by so doing cripple and damage appellee’s 
business. The court did not err in refusing the special instruc- 
tion to return a verdict in favor of appellant. 

While appellee had not acquired such right to the words 
“Howe Grain Company” as to entitle it to hold such words as 
a trade-mark, yet we do not think, under the facts and circum- 
stances of this case, the adoption of such words as the name for 
the business established by appellants in the town of Howe was, 
in effect, such a fraud on appellee and the public as warranted 
the jury in finding a verdict in favor of the appellee. The use 
of the words “Howe Grain Company” by appellants as a name 
in which to conduct their business and coupled with the acts 
and conduct of appellant, was calculated to confuse and deceive 
persons of ordinary prudence, buying and trading with ordinary 
care, to believe they were in fact dealing with the Howe Grain 
& Mercantile Company, when, in fact, they were dealing with 
the Howe Grain Company. The court in its main charge suffi- 
ciently instructed the jury on this phase of the case, and no in- 
jury resulted to appellant in the refusal to give requested charge 
on this principle. The use of the name Howe Grain Company 
by appellants under the circumstances gave to them an unfair 
advantage in conducting their business, and in equity should 
have been enjoined, because, as was intended, it was a fraud and 
deception upon the appellee and the public. Alff v. Radam, 77 
Tex., 530,14 S. W., 164,9 L. R. A., 145, 19 Am. St. Rep., 792; 
Scanlan v. Williams, 53 Tex. Civ. App., 28, 114 S. W., 862; 38 
Cyc., 756. 


Several errors are assigned complaining of the charge of 
the court and the refusal of requested charges. These assign- 
ments are overruled. The charge correctly and sufficiently ap- 
plied the law to the facts and the special charges were either cov- 
ered by the main charge or not appropriate, and no injury re- 
sulted in the refusal of the court to give them. 
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Several assignments of error are presented as to the ad- 
mission of testimony. We think these assignments not well 
taken. The testimony admitted tended to explain the acts and 
conditions of the parties and was competent, or was not calcu- 
lated to affect the verdict. 

Error is assigned to the remarks of counsel of appellee 
made to the court in the presence of the jury on the question 
of the admission of testimony offered in behalf of appellee. The 
counsel had propounded a question to elicit certain testimony, 
which was objected to by appellants’ counsel. Appellee’s counsel 
was endeavoring to convince the court that said testimony was 
admissible and the remarks were in reference thereto, and we 
think there is nothing in said remarks of which appellants have 
just ground for complaint. 

The judgment is affirmed. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


WATERBURY CHEMICAL COMPANY V. REED c> CARNRICK 
(200 O. G., 270.) 
December 1, 1913. 


CONFLICTING MARKS—“PINOZYME,” “PEPTENZY ME.” 

The words “Peptenzyme” and “Pinozyme” are not so similar 
within the meaning of the trade-mark law as to tend to create con- 
fusion in trade. 

Mr. Wallace R. Lane, for the appellant. 


Mr. Alfred W. Kiddle, for the appellee. 


VAN OrspeEL, ].—This is an appeal from the commissioner 
of patents in a trade-mark opposition in which appellees seek to 
prevent appellant from registering the word “Pinozyme” as a 
trade-mark for certain medicinal preparations. 

Appellees allege in their notice of opposition, in substance, 
that the mark sought to be registered so nearly resembles their 
mark “Peptenzyme” as to cause confusion in trade. The ex- 
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aminer of interferences and the commissioner sustained the op- 
position, from which ruling this appeal was taken. It is agreed 
that the goods to which the marks are applied are similar, and 
that appellees used their mark long prior to the adoption and 
use of its mark by appellant. The sole question, therefore, pre- 
sented by the appeal is, whether the words “Peptenzyme”’ and 
‘“Pinozyme” are so similar, within the meaning of the trade- 
mark law, so as to tend to create confusion in trade. 

It is somewhat difficult to determine just what degree of 
similarity between two marks is sufficient to bring them within 
the inhibition of the law. But in this case, in the absence of any 
evidence showing actual confusion, we think there is not such 


a general similarity between the marks as to cause the average 


purchaser of the goods to confuse one for the other. The exam- 
iner cited, as decisive of this case, certain cases where the follow- 
ing marks were held confusing: “Purock” and “Pureoxia,” (ex 
parte Hires, 180 O. G., 879); “Carbolineum”’ and “Creo-Carbo- 
lin,’ (in re Barrett Mfg. Co., 167 O. G., 513); “Autola’” and 
“Au-to-do,” (in re Wilcox & Co., 36 App. D. C., 107,) and “Mo- 
maja’ and “Mojava,” (American Grocery Co. v. Bennett Sloan 
& Co., 68 Fed., 539). We think the marks in issue, where the 
only similarity consists in the single syllable “zyme” come within 
the ruling in Landespriv v. Hall & Ruckel (36 App. D. C., 532), 
where the word “Kalodont” was held not likely to be confused 
with ‘“Sozodont,” and in the application of the Lasokola Co. (100 
O. G., 450), where it was held that “Dermacura” was not in 
conflict with “Dermakola,” and in Hall & Ruckel v. Ingram, (28 
App. D. C., 454), where “Sozodont” was held not to be in con- 
flict with “Zodenta.” ‘True, we have the testimony of witnesses 
on behalf of appellees to the effect that in their opinion the use 
of the marks would create confusion, but this is counterbalanced 
by the witnesses for appellant, who testified to the contrary. 
We agree with the statement of the assistant commissioner 
that— 


such testimony is not of great assistance in determining the question 
whether there is such similarity as to justify a refusal to register under 
the statute; the effect of the marks upon the mind of the tribunal hav- 
ing to consider the question must be the controlling factor. 
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Applying this test, we are impelled to the conclusion that 
the marks are not so similar as to be likely to create confusion 
in trade. 

It appears in the opinion of the assistant commissioner that 
there is a registered trade-mark issued upon goods similar to 
those on which the marks in question are used consisting of the 
word “Panzyme.”’ While we are only concerned with the marks 
in Opposition, it may be suggested that it is still within the power 
of the commissioner to inquire into the similarity betwéen this 
mark and the mark of appellant. The decision of the commis- 
sioner of patents is reversed, and the clerk is directed to certify 
these proceedings as by law required. 


DECISIONS OF THE COMMISSIONER OF PATENTS. 
Dicrst oF MANuscRIPT DECISIONS. 
Descriptive Terms. 


The word “Besto” is not descriptive. 

“I do not think ‘Besto’ is a misspelled word, and the registrant 
who uses it takes the risk of having somebody else describe his article 
as the ‘Best.’” (1) 

The word “Orchard” is held not to be descriptive, the goods 
for which application is made not appearing. Commissioner 
Ewing says: 


“Tt suggests a use or place of use, but the registration of this word, 
would not prevent another merchant from properly indicating the same 
use or place of use for his goods.” (2) 

The word “Autodryer” was directed to be registered, on the 
authority of prior registrations of ‘“Autoplate,” “Autoshaver,” 
“Automusic,” “Autometer,” “Autopen” and various other simi- 
lar marks. It would not now be proper to refuse the registra- 


tion of this mark, which is no more descriptive than those already 
registered. (*) 


(1) Ex parte, John B. Gibbons, 111 Ms. Dec., 394. 

(2) Ex parte, Thomsen Chemical Co., 111 Ms. Dec., 420. 

(3) Ex parte, Campbell Printing Press & Mfg. Co., 112 Ms. Dec., 
ol. 
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The word “Goober” being a name for peanuts, is descriptive 
of plows intended for peanut culture, just like the terms “Stubble 
Plow,” “Corn Plow” or “Hillside Plow” would be descrip- 
tive. (*) 


What May Be a Trade-Mark. 


Application was made to register, as a trade-mark for talk- 
ing machine records, a “purple disc applied to the center por- 
tion of the face of a disc sound record.” The description of the 
mark was afterward amended to a “purple disc.”” Commissioner 
Ewing holds that the shape and color of this disc constitute a 
valid trade-mark. (7) 

The phrase “How to Pack It” is a good trade-mark for 
pamphlets, each of which has its own title and is different from 
the others in subject-matter. The mark is like the title to a news- 
paper or magazine, and there is no good reason why it should 
not be registered. (*) 

Application was made to register a mark consisting of a 
symbol, said to resemble a shepherd’s crook. Opposition was 
made, on the ground that the mark was a pictorial representa- 
tion of a nose piece for glasses covered by a patent, which had 
been held to be invalid, and which glasses were now being made 
by the opponent. Held that such was the case and that the pic- 
torial representation of an article was not registrable as a trade- 
mark, since there could be no more correct description of the 
goods than such a representation. (4) 

A mark for non-metallic elastic vehicle tires, consisting of 
part of a clincher rim with a tire upon it, and across the end of 
the portion of the tire, the word “Cushion” and a perspective 
view of part of an auto wheel and tire, is not registrable, since 
it amounts to a representation of the goods. (5) 


A mark for plows consisting of a figure approximating the 
outline map of Texas, enclosing the representation of a plow, 


(1) Ex parte, Oliver Chilled Plow Works, 112 Ms. Dec., 47. 

(2) Ex parte, Victor Talking Machine Co., 111 Ms. Dec., 365. 

(3) Ex parte, Hinde & Dauch Paper Co., 111 Ms. Dec., 402. 

(4) Bay State Optical Co. v. American Optical Co., 110 Ms. Dec., p. 
TIT. 

(5) Ex parte, Motz Tire & Rubber Co., 108 Ms. Dec., p. 117. 
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with the monogram “K. & P.” on its beam is registrable. The 
map of the state above would be geographical, and the plow alone, 
i the representation of the goods, but the combination of these 


men 

















features with the monogram, makes a certain artistic arrange- 
2 ment of elements that should be registered, even though the sepa- 
rate elements are not themselves subject to exclusive appropria- 
tion. (1) 





Conflicting Marks. 





The word “Adorna” conflicts with “Adora,” previously regis- 
tered. (*) 

An application to register a mark including a star as a 
prominent feature, was rejected by the examiner because of ten . 
other registrations, all including the star, and all such as would 
cause the goods to be called the “Star Brand.” The Commis- 
sioner says the case does not turn on the presence of the star as 
a prominent feature in the applicant’s mark, but the question of 
resemblance between the marks as a whole. The registrations 
already made show that the star has been so widely used as a 
trade-mark for soap, that it has ceased, by itself, to be dis- 


Pe i 


tinctive of any soap, and the public must be presumed to look to 
the other accompanying features, as a means of distinguishing 
one brand of soap from another. The application was allowed. 
( 3 ) 

The trade-mark “I,ax-O-C-a-p” should not be rejected be- 
cause of the prior registration of the word “Lax-O.” Prior regis- 







trations in the office show that the syllable “Lax” is common to 
a multitude of marks for laxative remedies and therefore can 
not be exclusively appropriated by anyone. (*) 

Petition to cancel the mark, “F. E. C. Co.” on a pennant 
was made upon the ground that the petitioner was the owner of 





a trade-mark consisting of a pennant. Thereafter, the parties 
stipulated that the marks did not conflict, and the petitioner said 
that it had no objection to the use of the mark by the registrant. 










(1) Ex parte, G. A. Kelly Plow Co., 112 Ms. Dec., 153. 

(2) Ex parte, William R. Moore Dry Goods Co., 111 Ms. Dec., 
333- 

(3) Ex parte, Proctor & Gamble Co., 112 Ms. Dec., 30. 


(4) Ex parte, David Westheimer, 111 Ms. Dec., 4o1. 
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Nevertheless, the examiner refused to allow the proceeding to be 
dropped without a judgment. The commissioner said on appeal 
that the parties should not be forced into controversy against 
their will, but should be permitted to drop the proceeding. (+) 

The words “Minto Papes” for digestive tablets, conflict with 
“Pape’s Dispepsin,” for the same goods. (7) 

The marks “Compolite” and “Compo Boord” for plaster- 
board do not conflict. An interference was dismissed on mo- 
tion, against the opposition of the other party. (*) 

The figure of a single winged hand, combined with other fea- 
tures does not conflict with the representation of eight winged 
hands arranged in a circle, with the index fingers pointing to the 
center. (4) 


Goods of the Same Descriptive Properties. 


In an interference involving butter and eggs on the one hand, 
and cream cheese on the other, the mark being the same, motion 
was made by both parties to dissolve. Commissioner Ewing cites 
a decision of the circuit court of appeals in the third circuit, not 
specified, quoting therefrom as follows: 


“While butter and cheese are both dairy products, they are in such 
distinctly different classes that neither can be said in any sense to enter 
into competition with the other. Similar trade-marks upon cheeses, 
as the product of one party, could by no possibility deceive the pur- 
chaser intending to buy the butter of the other party and vice versa.” 


He held that as both parties desired the dissolution, any doubt 
should be dissolved in favor thereof, and granted the motion. 


5 


(5) 
Title to a Trade-Mark. 


Where a maker of cigars sells its product entirely through 


Stewart Fruit Company, Inc. v. Florida East Coast Co., Inc., 
111 Ms. Dec., p. 225. 

Pape, Thompson & Pape Co. v. Tailby-Mason Co., 108 Ms. Dec., 
P. 374. 

Northwestern Compo Board Co., v. Venesta, Ltd., 112 Ms. Dec., 
108. 

Ex parte, American Writing Morlince Co., 112 Ms. Dec., 113. 

von Glahn & Son v. Sgenkberg Co. v. Lawrence & Son, 112 
Ms. Dec., 74. 
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a solicitor who takes orders, that are filled direct by the manu- 
facturer and paid for directly to the manufacturer, the difference 
between the selling price and the factory price being the solicitor’s 
profit, and the cigars bear the solicitor’s name only as distributor, 
the trade-mark, although it may have been suggested by the 
solicitor, belongs to the manufacturer. 


Oral evidence of the transfer of a business is enough, if not 
objected to, and the transfer of a business takes, by operation 
of law, trade-marks used in connection therewith. (+) 


In an interference proceeding proof of prior use and of 
use in interstate commerce is enough, although it be not shown 
that the use in interstate commerce was prior to the date of the 
interfering party. Priority of use in any field, with proof of 
use in interstate commerce by the applicant prior to the date of 
application is sufficient to overcome the effect of an existing regis- 
tration. (7) 

Notice of opposition to the registration of a trade-mark is 
fatally defective where it alleges only that the opponent com- 
pany was formed to manufacture and sell certain goods and al- 
leges no use of the mark on those goods. It must allege facts 
showing the probability of injury to the opponent. (*) 


Effect of Registration. 


The registration of a trade-mark is prima facie evidence of 
ownership as of the date of such registration. Testimony, there- 
fore, in an interference proceeding need not be taken, where 
reliance is had upon the date of registration of the trade-mark. 
(*) 


Ten-Y ear Clause—Exclusive Use. 


Upon an application to cancel the name “Etna,” registered 
under the ten-year clause, petitioner showed geographical use of 


(1) American & West Indian Cigar Co. v. Grimsfelder Co., 110 Ms 
Dec., p. 78. 

(2) B. Fischer & Co. v. John Blaul’s Sons Co., 110 Ms. Dec., p. 160. 

(3) Asbestone Company v. Philip Carey Mfg. Co., 110 Ms. Dec., p. 52. 

(4) Virginia Carolina Chemical Co. v. Arkansas Fertilizer Co., 109 

Ms. Dec., p. 446. 
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the mark within the ten-year period, to describe products im- 
ported by him from the vicinity of Mount Etna. Cancellation of 
the mark was directed (Natural Food Co. v. Williams, 133 O. G., 
232; H. W. Johns-Manville Co. v. American S. P. Co., 145 O. G., 
267). (7) 

Opposition was made to an application to register the name 
“Troy” under the ten-year clause, for collars and shirts. (For 
the decision on demurrer to the notice of opposition, see Re- 
porter, Vol. 2, p. 388.) The evidence showed that Troy was a 
centre of the shirt and collar industry; that both parties were 
located there, as were many other manufacturers of these goods. 
The opponent showed use of the address “Troy, N. Y.” on goods, 
also use by the International Shirt & Collar Company, of the name 
“Troy Brand” during the ten-year period. The opposition was 
sustained. (7) 


Filing of Specimens with Application. 


Interference was declared between applications, each of 
which included canned and evaporated fruits, and the latter of 
which included vinegar also. The second application, however, 
included no specimens except those for vinegar. The adverse 
party submitted an affidavit, tending to show that the use of the 
mark by the later applicant was confined to vinegar, and a motion 
was made to compel that company to file labels showing the 
use of the mark on the interfering goods. The motion was 
granted, on the ground that the adverse party should not be put 
to proof, until evidence was submitted of the use of the mark by 
the other upon goods which would conflict. 


On petition for a rehearing, held that in the case of Moline 
Automobile Co. (193 O. G., 219), the question of the need to file 
labels with all goods was not raised. (*) 


Description of Goods. 


The term “machinery belting” is a sufficient description of 


(1) Habicht Braun & Co. v. William Herron & Co., Inc., 112 Ms. 
Pec., 37. 

(2) Cluett Peabody & Co. v. Timm & Co., 110 Ms. Dec., p. 327. 

(3) Yakima Valley Fruit Growers Association v. Mortland Mfg. 
Co., 110 Ms. Dec., p. 224, 460. 
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the goods in an application, without adding the composition of ‘he 
belting, which might be a secret. (*) 


Rejection after Publication. 


The trade-mark “Wawhee” for liniment was rejected, on 
account of the prior registration of an Indian head with feathers 
thereon, and the word “Wahoo.” The record showed that the 
prior registration had been cited by the examiner and subsequently 
withdrawn. After the publication of the mark a letter had been 
received from the registrant, directing the examiner’s attention to 
the mark, and thereafter the application was rejected because of 
such registration. The commissioner said: 

“The practice which has been followed in this case, of entering in 
the file of an applicant for registration of trade-mark, a protest written 
by some member of the public, and the letter of the office addressed to j 
that correspondent, should be discontinued. Under no circumstances is 
it proper to enter in the file of an applicant in this office a letter of pro- 
test written by another party. The law provides for the filing of opposi- 
tion to the registration of trade-marks, and the practice defining the pro- 
cedure in such cases is well settled. If anyone deems himself injured 
by the registration of a trade-mark, it is his right to oppose the regis- 
tration of that mark; but he must do so according to the law and 
the procedure in such cases.” 

















Where a previous registration has been considered before 
the publication of the mark, the examiner should not change his 
ruling thereon, except in cases that are free from doubt. (?) 


Amendment after Opposition. 


After an opposition to the registration of a trade-mark for 
typewriting machines had been sustained, the applicant moved to 
reopen the proceeding, to change the description of the goods to 
stenographic machines. Held that this amendment should be 
allowed since these goods were not of the same descriptive prop- 
erties as typewriters, and the amendment would remove the con- 
flict. (#) 


Effect of Answer to Notice of Opposition. 






The effect of the new equity rules of the United States su- 







(1) Ex parte, Main Belting Co., 109 Ms. Dec., 156. 
(2) Ex parte, Els Berry Fultz, 108 Ms. Dec., p. 131. 
(3) Ex parte, Universal Stenotype Co., 109 Ms. Dec., p. 7. 
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preme court is to take away the value of a sworn answer as 
evidence, whether an answer on oath is or is not waived. The 
replication being abolished, an answer is deemed to be denied, 
and the allegations thereof are without force until proven.(*+) 


Right to Oppose—Laches. 


Laches not sufficient to bar an injunction will not defect the 
right of the owner of a trade-mark to oppose registration. 


Appeal from Default Judgment. 


Application to register a section of a wire cable, with a 
spirally arranged silver colored wire woven into it, as a trade- 
mark for lightning rods. A demurrer to the notice of opposition 
was overruled, and the order affirmed by the commissioner. No 
answer having been filed, the opponent appealed from the final 
judgment. Held that an appeal lies from the final judgment, on 
the question of whether the facts set forth in the notice of op- 
position are sufficient to warrant the rejection of the application. 
pe, 


Grounds of Appeal. 


The issue in an interference having been decided in favor 
of the registrant, that company appealed from the decision, be- 
cause it was held therein that no title to the mark in controversy 
was shown to have been derived by it from its predecessors in 
business. It was held that the appellant had no standing to ap- 
peal, as there was nothing in the decision which affected its 
right to register. The finding with respect to the title derived 
by them from their predecessors had no bearing on that right 


the existence of which was the only issue. The appeal was dis- 
missed. (4) 


(1) Universal Motor Truck Co. v. Universal Motor Co., 111 Ms. Dec., 


p. 273. 

(2) Keasbey & Mattison Co. v. Woven Steel Hose & Rubber Co., 
108 Ms. Dec., 141. 

(3) A. Leshen & Sons Rope Co. v. Electra Lightning Rod Co., 109 
Ms. Dec., p. 124. 

(4) F. B. Chamberlain & Co. v. Oakford & Fahnestock, 108 Ms. 
Dec., 114. 
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Cancellation. 


An application for cancellation was dismissed by the ex- 
aminer because of a judgment by default in an interference, and 
on the further ground that the mark sought to be cancelled was 
registered under the law of 1881. The decision was affirmed by 
Commissioner Ewing as to the first ground, but overruled as to 
the second. 


“T do not sustain the examiner of interferences in dismissing the 
application for cancellation on the authority of Funke v. Baldwin, 127 
O. G., 392, as I see no reason why section 13 of the trade-mark act of 
1905 should not be held to apply to trade-marks registered under the 
earlier act. Section 13 does not alter in any way the right of a regis- 
trant to his trade-mark, but merely provides a new remedy in case a 
trade-mark is registered by a party who never had, or who has abandoned 
any right thereto. 

“The language of section 13 is broad enough to cover registrations 
under the earlier act, and there is no reason for limiting its plain mean- 
ing.” (1) 


A mark can not be cancelled as to part—which conflicts with 
the mark of another—and allowed to remain in part. It must be 


cancelled in toto, if at all. (7) 
Res Adjudicata. 


A petition to cancel a mark consisting of the name “Vincent 
Portuando” and underneath the initials “V.P.” pierced by the 
representation of a cigar, was based on the prior registration of 
the name “Portuando” in the year 1885, and upon a decision of 
the Pennsylvania court of common pleas, enjoining the use by 
the registrant of the name “Vincent Portuando” or ‘‘Portuando” 
alone or otherwise. The petition was granted. It was held that 
in so far as concerned the question of the confusing resemblance 
of the mark to that of petitioner, arising from the presence of 
the name “Portuando,” the decision of the court is decisive. (*) 


(1) Black Betsey Coal & Mining Co. v. W. J. Hamilton Coal Co., 
112 Ms. Dec., 28. 

(2) Portuando Cigar Mfg. Co. v. Portuando, 108 Ms. Dec., 358. 

(3) Portuando Cigar Mfg. Co. v. Portuando Cigar Mfg. Co., 108 
Ms. Dec., p. 358. 





